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Disposition of Claims 

4) ^ Claim(s) 1.4-7.10-17 and 21-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior office action. 

2. The new grounds of rejection set forth below are necessitated by applicant's amendment 
filed on 5/27/2008. In particular, claims 1 and 17 have been amended to have a range of 
amounts of the silane-containing, ethylenically unsaturated monomer to include 1 mol %. Thus, 
the following action is properly made final. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode- 
contemplated by the inventor of carrying out his invention. 

3. Claims 1, 4-7, 10-17, and 21-23 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

With respect to claims 1 and 17, the endpoint of 1 mol % with respect to the amount of 
silane-containing, ethylenically unsaturated monomer fails to satisfy the written description 
requirement of 35 USC 1 12, first paragraph since there does not appear to be a written 
description requirement of the endpoint of 1 mol % in the application as originally filed, In re 
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Wright, 866 F.2d 422, 9 USPQ2d 1649 (Fed. Cir. 1989) and MPEP 2163. While there is support 
for an endpoint of 1 .0 mol % on 7, line 2 of the specification, there is no support for 1 mol %. 

With respect to claims 4-7, 10-16, and 21-23, they are rejected for being dependent on a 
rejected claim. 

Claim Rejections - 35 USC § 103 

4. Claims 1, 4-7, 10-17, and 21-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schilling et al (US 4,879,336) in view of Maruyama et al (US 4,617,239). 

With respect to claims 1, 4-7, 10-17, and 21-23, the rejection is adequately set forth in 
paragraph 3 of Office action mailed on 1/31/2008 and is incorporated here by reference. 

With respect to claim 23, Schilling et al teaches that the copolymer is present in an 
amount of 3-30 wt % (abstract) and that coating slips comprises pigment such as kaolin and 
calcium carbonate (col. 1, lines 11-13). 

While Schilling et al teaches the use of a dispersing agent (col. 1, line 14), it fails to 
disclose whether it is cationic. 

It is the examiner's position that the charge of a dispersant is controlled by the pH of the 
composition used. Therefore, it would have been obvious to one of ordinary skill in the art to 
utilize a positive charge on the dispersant and thus a cationic dispersant in a composition having 
basic properties. 



Application/Control Number: 1 0/6 1 8,936 Page 4 

Art Unit: 1796 

Response to Arguments 

5. Applicant's arguments filed 5/27/2008 have been fully considered but they are not 
persuasive. Specifically, applicant argues (A) that there is no motivation to combine Schilling et 
al with Maruyama et al to obtain the desired storage stability and abrasion resistance properties; 

(B) that the age of the cited references supports the patentability of the claimed subject matter; 

(C) that combining Schilling and Maruyama would eliminate the use of isopropenyl acetate as 
copolymer; (D) that one of ordinary skill in the art would not utilize isopropenyl acetate as a 
comonomer because of its considerable cost; (E) that Maruyama et al teaches gellation which is 
contrary to what Schilling et al teaches; and (F) that the instant claims are reasonably 
commensurate in scope with the data in the application as originally filed and in the declaration 
filed on 5/27/2008 to establish surprisingly and unexpectedly that the addition of 1-methylvinyl 
acetate comonomers to silane-containing polymers provides improved storage stability and 
abrasion resistance. 

With respect to (A), Schilling et al and Maruyama et al are both to polyvinyl alcohol 
coating slip compositions. Maruyama et al teaches the benefits of using an ethylenically 
unsaturated silane-containing monomer such as improved water resistance, printability, surface 
strength, and barrier properties. Schilling et al is clearly open to the use of other monomers and 
hence one of ordinary skill in the art would be motivated to use such an advantageous monomer 
as taught by Maruyama et al to obtain said advantages. Although Schilling et al uses the 
alkylvinyl alcohol for other reasons (i.e., improvements on solubility and "pigment shock), case 
law holds that it "does not alter the conclusion that its use in a prior art composition would have 
been prima facie obvious from the purpose disclosed in the reference." In re Linter, 458 F.2d 
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1013, 173 USPQ 560 (CCPA 1972). Furthermore, while Schilling et al does not teach improved 
storage stability as negligible increase in viscosity as apparently defined by applicant, Schilling 
et al teaches that its invention improves upon solubility which is an indicator of storage stability 
since precipitation out of solution is a type of storage instability. 

With respect to argument (B), case law holds that contentions that the reference patents 
are old are not impressive absent a showing that the art tried and failed to solve the same 
problem notwithstanding its presumed knowledge of the references. See In re Wright, 569 
F.2d 1124, 193 USPQ 332 (CCPA 1977). 

With respect to argument (C), while Maruyama does not disclose a pigment shock 
problem, one of ordinary skill would not be motivated to remove the isoprenyl acetate from the 
copolymer of Schilling because the addition of isoprenyl acetate is the main thrust of Schilling's 
invention given that, without it, Schilling is not enabled. It is noted that Maruyama is used to 
supplement Schilling and not to take away from what Schilling already invented. 

With respect to argument (D), case law holds that the fact that a combination would not 
be made by businessmen for economic reasons does not mean that a person of ordinary skill in 
the art would not make the combination because of some technological incompatibility. In re 
Farrenkopf, 713 F.2d 714, 219 USPQ 1 (Fed. Cir. 1983) 

With respect to argument (E), Maruyama et al is used as a teaching reference regarding 
the desirable use of silane-containing, ethylenically unsaturated monomers in copolymers for 
paper slips. Therefore, even though Maruyama et al teaches gelling, this part of Maruyama et 
al's disclosure was not used in combination with Schilling et al to arrive at the present invention. 
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With respect to (F), the data in the specification as originally filed and in the declaration 
filed on 5/27/2008 cannot serve to establish unexpected or surprising results for several reasons. 

First, the inventive example contains vinyl triethoxy silane for the "silane-containing, 
ethylenically unsaturated monomers." Case law holds that evidence is insufficient to rebut a 
prima facie case if not commensurate in scope with the claimed invention. In re Grasselli, 
713 F.2d 731, 741, 218 USPQ 769, 777 (Fed. Cir. 1983). While applicant contends that the use 
of one silane over another is equivalent, such has not been clearly shown on the record. 
Specifically, a silane-containing, ethylenically unsaturated monomer with heteroatoms as recited 
in claim 1 are not exemplified and it is not made clear how these monomers arc obvious variants 
of vinyltriethoxysilane and vinylmethyldicthoxysilanc. 

Second, the relative amounts of monomer are not reasonably commensurate in scope with 
the scope of the claims. Case law holds that whether the unexpected results are the result of 
unexpectedly improved results or a property not taught by the prior art, the "objective evidence 
of nonobviousness must be commensurate in scope with the claims which the evidence is offered 
to support." In other words, the showing of unexpected results must be reviewed to see if the 
results occur over the entire claimed range (i.e., scope). In re Clemens, 622 F.2d 1029, 1036, 
206 USPQ 289, 296 (CCPA 1980), MPEP 716.02(d). Specifically, the amounts of 1- 
methylvinyl acetate (6.2 mol %) and silane-containing, ethylenically unsaturated monomer (0.33 
mol %) are not reasonably commensurate in scope with 1-30 mol % and 0.1-1 mol %, 
respectively, of the instant claims. 

Third, the inventive and comparative examples are not proper side-by-side examples 
because the relative amounts of comonomer are not given. 



Application/Control Number: 1 0/6 1 8,936 Page 7 

Art Unit: 1796 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701 . The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



8/25/2008 
Vickey Ronesi 

/V. RJ 

Examiner, Art Unit 1796 
/Vasu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



